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NOTICE OF REASONS FOR REJECTION 



Patent Application Number: 
Drafting Date: 



November 21, 2008 

Munehiko Higuchi 9118 2W00 



No. 2000-533782 



Patent Examiner: 



Patent Attorney : 
Article Applied: 



Article 29, paragraphs 1 and 2, 



Takehiko Saito and one other 



Article 37 and Article 36 of the Patent Law 

It is deemed that this application should be rejected for the 
following reason (s) . Any argument if any, should be submitted 
in writing within three months from the mailing date of this 
notice . 



<Reason 1> 

The inventions of the remarks below, as described in this 
application, do not satisfy the requirement as stipulated in 
the Article 37 of the Patent Law. 



As shown in the Reason 2 as mentioned hereunder, the invention 
as defined by the claim 1 does not have novelty. 

Accordingly, among the inventions as defined by the claims 
1 to 20, neither a new common technical feature corresponding 
to a problem to be solved by the present invention nor a technical 
problem to be solved by the invention which has been unresolved 
up to the filing date of the present invention, is defined. 

Therefore, there is no relationship as stipulated by the 
Article 37, sections 1 and 2 of the Patent Law between the 
invention as defined by the claim 1 and the inventions as defined 



REASON 



Remarks 



by the other claims. 



Further, it is also apparent that these inventions do not have 
any one of relationships as stipulated by the Article 37, 
sections 3 to 5 of the Patent Law. 

Since the present application violates the rule of Article 
37 of the Patent Law, generally speaking, the inventions as 
defined by the claims 2 to 20 should not be examined except for 
examining about the requirement of the unity of invention. 

However, in this application, since it was determined to be 
effective that the inventions as defined by the claim 2 to 5 
should be examined simultaneously with the examination for the 
invention as defined by the claim 1, the inventions as defined 
by the claims 1 to 5 have been examined with respect to the 
requirements concerning novelty and inventive step. 

<Reason 2> 

The inventions described in the following claims, of the 
remarks below, are the ones which are described in the 
publications of the remarks below or distributed domestically 
or abroad, prior to the filing of the patent application, 
therefore are unpatentable under the provision of Article 29, 
paragraph 1, section 3 of the Patent Law. 

<Reason 3> 

The inventions described in the following claims, of the 
remarks below, are ones which could easily have been made by 
a person with ordinary skill in the art to which the invention 
pertains, on the basis of the inventions described in the 
publications of the remarks below or distributed domestically, 
prior to the filing of the patent application, therefore are 
unpatentable under the provision of Article 29, paragraph 2 of 
the Patent Law. 
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Remarks (For cited references, see a List of Cited References) 

Claims 1 to 5 

Cited reference No. 1 

Reasons 2 and 3 

The cited reference No. 1 discloses a confocal microscopy 
system which is provided with a polychromatic source 10, the 
optical fibers 13, 18, a pin hole 19, an image optics 21 including 
a lens. 

And the confocal microscopy system cited as shown in the cited 
reference No. 1 is further provided with a confocal probe which 
images the spectrum of the optical source on a line AB (22) along 
the Z direction and further images a reflected light thereof 
at a pin hole 19, and which puts the imaged reflected light into 
a disperser 26 via the optical fibers 18, 23 as an incident light 
and detects the spectrum thereof by irradiating a 
photo-electric elements array 27 and with a mechanism 30 which 
can move the probe to rotate or to slide in multiple directions 
including Z direction and a direction perpendicular to the Z 
direction so that a distribution of reflectance of a multi 
layered surfaces can be simultaneously obtained, 
(especially see page 2, lines 12, 13 and 31 to 36) 

Therefore, no specific technical difference can be found 
between the present inventions as defined by the claims 1 to 
5 and that of the cited reference No. 1. 

Claims 1 and 5 

Cited reference No. 2 

Reasons 2 and 3 

The cited reference No. 2 discloses an invention related to 
a confocal microscopy which is provided with two light source 



beams each having respective color being different from each 
other, and the respective optical axis thereof being offset from 
each other and wherein the light sources irradiate the spectrum 
on a surface of an object with the spectrum being scanned by 
a scanning means in a direction in parallelism with a surface 
of the object and then a reflected right thereof is carried out 
spectrum to obtain an image of the object. 

Therefore, no specific technical difference can be found 
between the present inventions as defined by the claims 1 and 
5 and that of the cited reference No. 2. 

Claims 1 to 5 

Cited reference No. 3 

Reasons 2 and 3 

The cited reference No. 3 discloses an invention related to 
a confocal microscopy system in which a light of a light source 
is transmitted via an optical fiber and a divergent light 
emitted from the light source is irradiated on an object as a 
linear spectrum extending a direction parallel to an optical 
axis direction or a direction perpendicular thereto by 
utilizing an image lens or holographic cylindrical lens, and 
further wherein said reflected light is again guided to the 
spectrograph via the lenses, the light source and the optical 
fiber, and finally an image of the object is obtained by 
detecting the spectrum obtained by the spectrograph with an 
array sensor. 

And further, to scan and to detect the light in an optional 
direction with respect to the object is well-known due to an 
flexibility of the optical fiber. 

Therefore, no specific technical difference can be found 
between the present inventions as defined by the claims 1 to 
5 and that of the cited reference No. 3. 
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A List of the Cited References 

(1) French Patent Publication No. 2738343 

(2) JPP' 5-509417 

(3) JPP' 60-73405 

<Reason 4> 

The descriptions of the claims of the present application, 
of the remarks below, do not comply with the requirements 
according to the provision of Article 36, Paragraph 6, Section 
2 of the Japanese Patent Law in the following remarks. 

Remarks 

(1) Since the description in claim 4 is functionally, a 
technical feature of the invention as corresponding apparatus 
is unclear. 

Does this invention include an embodiment which can be driven 
by a manual force? 

(2) In claim 5, it is not clear which means as defined by the 
claim 1 is denoted by the phrase "said means for moving said 
spectrum" . 

(3) In claim 5, since the phrase "means for moving an image plane" 
is written functionally, a technical feature of the invention 
as corresponding apparatus is unclear. 

Does this invention include an embodiment which can be driven 
by a manual force? 



Accordingly, the inventions as defined by the claims 1 to 5 
are indefinite. 
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Our comments or recommendation on the Office Action 
( 186319/ JP-475387-00121) 

(1) As you can see from the enclosed translation of the Notice 
of Reason for Rejection, the Examiner in charge of this case 
has objected to the currently filed claims 1 to 20, under the 
Article 37 of the Patent Law as these currently filed claims 
being lack of unity of invention (as the Reason 1) . 

And he has rejected the currently filed claims 1 to 5 under 
the Article 29, paragraph 1, section 3, of the Patent Law, as 
being identical to the invention as shown in the cited 
references No. 1 to No. 3 (as Reason 2). 

Further, he has rejected the currently filed claims 1 to 
5, under the Article 29, paragraph 2, of the Patent Law, as being 
obvious to a person skilled in this art from the cited references 
No. 1 to No. 3 (as Reason 3) . 

In addition thereto, he has finally objected to the 
currently filed claim 4 and 5 under Article 36, paragraph 6, 
section 2, as these inventions are indefinite, (as Reason 4) 

(2) Regarding the currently filed claims: 

Please note that the currently filed claims substantially 
comprise with the claims 1 to 10 as indicated in the 
International Publication No. WO99/44089. 

(3) Regarding the cited references: 

Regarding the cited reference No. 2, we herewith enclose 
a copy of WO92/01966 which corresponds to the cited reference 



No. 2, for your reference. 

Regarding the cited reference No. 3, we herewith enclose 
a copy of USP No. 4, 585, 349 which corresponds to the cited 
reference No. 3, for your reference. 

Therefore, please review them. 

(4) Regarding the reasons 2 and 3: 

We reviewed the cited references and the present 
inventions, and think that the invention as defined by the 
currently filed claim 1 seemed to be broad so as to include 
therein the inventions as shown in the cited references. 

Accordingly, in order to overcome these rejections, we 
have to make some amendments to the currently filed claim 1 so 
as to clarify the technical feature of the present invention 
from those as shown in the cited references. 

Therefore, we would like to ask you to review the claims 
other than the claims 1 to 5, which have not been examined in 
this Office Action, and to consider whether or not there exists 
some claims which including one or some sophisticated technical 
features not shown in the cited references and which can be added 
to the currently filed claim 1 as an amendment. 

(5) Regarding the Reason 1: 

We think that this reason of rejection would be resolved 
when we can make an amendment to the currently filed claim 1 
along the lines as mentioned above in the section (4) . 

(6) Regarding the Reason 4: 

(a) Regarding the objection to the currently filed claim 
4, we feel that a specific means for moving the probe is not 
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clearly explained in the original specification of this case. 

Accordingly, we would like to recommend you to delete the 
currently filed claim 4, at this stage. 

(b) Regarding the objection to the currently filed claim 
5, we would like to ask you to consider to amend the currently 
filed claim 5 by introducing therein a specific embodiment as 
shown in either one of Figs. 5 to 7 . 

(7) Therefore, please review the Office Action to this case 
and our comments and let us have your instructions thereabout 
by February 20, 2009 since the due date for responding to this 
Office Action has been set on March 2, 2009. 

Please further note that this due date can be extended 
by one month by filing a petition for extending the response 
to this Office Action, with paying the extension fee. 

And we can file this petition at most three times and thus 
we can totally extend this due date up to three months. 

But no further extension is available with any reason. 

Therefore, if we could not hear from you by February 20, 
2009, we will file this petition to obtain one month extension 
so as to alive this patent application and next due date will 
be informed to you later. 
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